THIS DISPOSITION
IS NOT CITABLE AS PRECEDENT

3/ 29/ 02 OF THET.T.A.B.
Hear i ng: Paper No. 15
February 5, 2002 PTH

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

Cunard Line Limted
V.
Cyrus M| ani an

Opposition No. 116,277
to application Serial No. 75/526,403
filed on July 28, 1998

Jeffrey R Cohen of MIlen, White, Zelano & Branigan for
Cunard Line Limted.

John H. Poltman and Frank L. Kubler of Otman, Flynn &
Kubl er for Cyrus M ani an.

Before Hairston, Walters and Rogers, Adm nistrative
Trademar k Judges.

Opi nion by Hairston, Adm nistrative Trademark Judge:
Cyrus Ml anian has filed an application to register

the “flag design” mark shown bel ow,
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for services identified, follow ng anendnment, as:

“busi ness nmanagenent of resort hotels, casinos, and
t henme parks for others and product merchandi sing” in
class 35; and “real estate devel opment” in class 37.°

Regi strati on has been opposed by Cunard Line
Limted. Opposer alleges that it has used the identical
flag design mark on “printed matter, nanmely posters and
postcards in the cruise travel field” since at |east as
early as 1988, and on “cruise ship services;
entertainnent in the formof night club shows and stage
shows featuring live bands, dance performances and guest
speakers; providing facilities in the nature of sw mm ng
pool s; physical fitness instruction; party planning;
casi no services featuring card ganes; providing tenporary
housi ng acconmmodati ons; travel agency services, nanely,
maki ng reservations and bookings for tenporary | odging;
and food preparation” since as early as May 1998; and
that it has filed an application to register its flag

design mark for these services. Further, opposer all eges

! Serial No. 75/526,403, filed July 28, 1998, based on
applicant’s allegation that it has a bona fide intention to use
the mark in commerce. The mark is described as a “a flag design
with a star,” and the mark is lined for the col or red.
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that applicant’s flag design mark, if used in connection

with the services identified in applicant’s
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application, so resenbles opposer’s flag design mark, as
to be likely to cause confusion, mstake or deception.
Applicant, in his answer to the notice of
opposition, has denied the salient allegations contained
therein. |In addition, applicant has asserted that
opposer consented to applicant’s use of the involved
mar K.
The record consists of the pleadings; the file of
the involved application; the testinony of opposer’s
wi t ness Lyall Duncan with exhibits; and the testinony of
applicant Cyrus Mlanian with exhibits. Both parties
filed briefs on the case and an oral hearing was held.?
Before turning to the nerits of the case, we nust
di scuss one prelimnary matter. We note that opposer, in
its brief on the case, incorporated a request to renmand
applicant’s application to the Exam ning Attorney for re-
exam nati on of an approved anmendment to the recitation of
services which opposer maintains is beyond the scope of

the original recitation of services and, thus, an

2 W& note that applicant, for the first time with his brief on
the case, submitted copies of two patents, which he owns.
Qpposer, in its reply brief, noved to strike the patents on the
ground that they were untinely filed. The Board, in an order
dated June 26, 2001, granted the notion to strike, and thus, we
have not considered the patents in reaching our decision herein.
We hasten to add that even if we had considered the patents, our
deci sion herein would be the sane.
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i nperm ssi bl e amendnment under Trademark Rule 2.71(b).

The Board, in an

order dated April 12, 2001, denied opposer’s request,
pointing out that there is no provision in the Trademark
Rul es of Practice for a notion to remand an application
i nvol ved in an opposition to the Exam ning Attorney for
further exam nation during the pendency of the
proceeding. In addition, we wish to make clear that it
is not a ground for opposition that an anendnment to the
recitation of services in an application is beyond the
scope of the original recitation of services.? Thus, we
wi |l not consider the question of whether the amendment
was appropriate in this opposition.

We turn then to the nerits of the case. It is
opposer’s position that confusion is likely in this case
because the marks are identical and opposer’s cruise
services, casino, entertainment, dining and | odgi ng
services, in particular, are closely related to the
busi ness devel opnent, product merchandi sing, and real
estate devel opnent services identified in applicant’s

application. Opposer acknow edges that it received from
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applicant a business plan for the devel opnent of a

casi no-based resort in Las Vegas, Nevada with a Titanic
t hene, and that the plan was m splaced. According to
opposer, however, there was no reference to the “flag
design” mark in applicant’s business plan. Moreover, it
IS opposer’s contention that it never consented to
applicant’s use or registration of any marks.

Opposer took the testinmony of Lyall Duncan, its
manager of legal affairs. M. Duncan identified four
pronoti onal brochures for opposer’s services. These
brochures contain information about the cruises that
opposer offers, including informtion about
accommodat i ons, entertainnent, dining, facilities, travel
arrangenments, and itineraries. One of the brochures is
titled “The Art of Cruising” and the three other
brochures bear the names of opposer’s cruise ships,
“Queen Elizabeth 2,” “Vistafjord,” and “Royal Viking
Sun,” respectively. Opposer’s flag design mark appears
on the flyleaf of the “Art of Cruising Brochure” and on
t he back cover of the other three brochures. Al of the
brochures are for cruises scheduled in 1999. “The Art of
Crui sing” brochure bears a printing date of April 1998

and the other three brochures bear a printing date of My

3 Li kewi se, the disputed amendnment is not a basis for renmand
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1998. M. Duncan testified that it was his experience

t hat opposer’s pronotional brochures were always mail ed
promptly after they were printed. He identified a letter
dated March 25, 1998 from opposer’s director of marketing
services to Inktel, the conpany responsible for the
production and mailing of the brochures. The letter

i ndi cates that between 200-250, 000 copi es of each of the
respective pronotional brochures was to be mailed in My
1998 to travel agents and individual customers.

Further, M. Duncan testified that in |late 1997 or
early 1998 opposer received an unsolicited business plan
fromapplicant. The plan, which is of record as
applicant’s trial deposition exhibit no. 1, seeks funding
for the devel opnent of a casino and resort in Las Vegas,
Nevada. The resort’s | odging and gam ng areas are to be
housed in replicas of the Titanic and the |ceberg that
led to its dem se. According to M. Duncan, shortly
after receipt of the plan, opposer nmade it clear to
applicant that it had no interest in either investing in,
or getting involved in applicant’s business idea. M.
Duncan identified a June 1, 1998 |letter which he sent to
appl i cant concerning the business plan. In the letter,

M. Duncan acknow edges that the copy of the business

after issuance of this decision. See Tradenmark Rule 2.131.
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pl an, which was sent to opposer, was m spl aced, but
assures applicant that all discussions related to the
plan will be kept confidential. Further, the letter
states that “[w]je are not inclined at this tinme to
license or | ease what we consider our trademarks to
anyone.”

Applicant, on the other hand, argues that opposer
does not have priority in this case because it has nade
only “token use” of the flag design mark. Further,
applicant maintains that his flag design mark appeared in
t he busi ness plan which he sent to opposer; and that
during the course of discussions opposer consented to
applicant’s use and registration of the mark. Finally,
applicant contends that there is no |ikelihood of
confusion in this case because the parties’ services are
different. In support of this particular point,
applicant relies on action taken by the Adm nistrator for
Trademark Cl assification and Practice in connection with
a letter of protest filed by applicant agai nst opposer’s
application, who is alleged to have determ ned that the
parties’ services are different.

Applicant’s testinony centered on ora
comruni cati ons between he and various officials of

opposer. Applicant was asked on direct exam nation
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whet her opposer’s director of public relations ever said

anyt hi ng about applicant proceeding with his business

pl an.

was.

appl
the f

Applicant replied that:

Well, they liked the idea. But Captain Katsoufis’

O fice -- Malena told me that Captain Katsoufis

said that because of the tragedy associated with the
ship and [sic] they gave up the idea, being
associated with that -- and this was repeated by the
public relations officer -- that they really don’'t
want to have anything to do with the Titanic or the
White Star Line because the Titanic brought them bad
[uck. And the White Star Line went out of business
because they couldn’'t make nmoney. And t hey want
to have nothing to do with it. But they wll
provide me any information

that m ght be helpful to nme. So that’s where it

They said they have no -- | asked them do you have
any clainms regarding trademarks, especially because
| was interested in registering them They said

t hey have abandoned.

| asked them well are you going to oppose ne?

And t hey said no.

I ncl udi ng Lyall Duncan [who] |ater cane in the
picture, and | talked with him And he said he is
not going to oppose nme and Titanic is in a public
domai n and they have even changed the name of the
conpany to Cunard at that time. That’'s where

it was.

(M1 ani an deposition, pp. 6-7).

On cross-exan nation, opposer’s counsel asked
cant to point out in his business plan exactly where

| ag design mark was used.

Q Can you show ne where the marks are used,

not conceptualized. Rhetorical [sic] aside,
where is the mark used in the docunment to

base your trademark rights?

The mark is used in the picture of the Titanic.
Where is the picture.

You | ook at the picture and you see Titanic.

>0 >



Qpposition No. 116, 277

Titanic has the White Star and the fl ag
associated with it. That’'s the usage.

Q Let’s take a | ook together in your business

plan itself. |1’m|looking at the depiction.
| don’t see one flag flying on that ship.
A. The flag design is very small right on top.
It’'s a conceptual design.

Q More inportantly, as a person who enjoys
trademar ks tal ki ng about token use, if in
fact there were a flag, and there is not a
flag, would you feel that that would be
trademar k usage.

A. Wien you say Titanic, RMS Titanic, you say

White Star and the flag goes with it.
(M I ani an deposition, pp. 28-29).

During the course of his deposition, M. M anian
identified a copy of the letter of protest filed against
opposer’s application and a copy of the Adm nistrator’s
action. 1In the letter of protest, applicant argues that
t he “casino services featuring card ganes” in opposer’s
application are related to the services in applicant’s
application of “business nmanagenent of resort hotels,
casi nos, and thenme parks of others.” Applicant requested
t hat opposer’s application be suspended pendi ng
di sposition of applicant’s application. The
Adm ni strator for Trademark Classification and Practice
denied the letter of protest, stating that “[t]he
services as set forth in the applications differ to such

an extent that exam nation of the mark presented in the

above-identified application w thout consideration of the

10
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i ssue presented in the Letter of Protest is not
consi dered clear error.”

Havi ng reviewed the record, we turn to the issues of
priority and |ikelihood of confusion. W find that the
testi mony of opposer’s witness M. Duncan, along with the
exhi bits made of record, establishes opposer’s use of its
flag design mark at | east as early as May 1998 for its
cruise and travel-related services. The fact that the
mar k appears on the flyleaf and/or back cover of
opposer’s pronotional brochures, rather than on the front
cover of the brochures, does not, as applicant argues,
render the use defective. There is no question but that
the flag design mark is clearly depicted on the
brochures. Thus, we find that opposer’s use of its mark
was prior to the filing of applicant’s intent to use
application on July 28, 1998, which is the earliest date
on which applicant is entitled to rely.

Wth respect to the issue of |ikelihood of
confusion, we have, in making this determn nation,
consi dered those factors, as set forth inlIn re E.I. du

Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 ( CCPA

11
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1973), which are relevant and for which there is evidence
of record, namely the marks and the services.*

At the outset, we note that there is no question
that the marks of the parties are identical. Applicant
adm tted
at page 12 of his deposition that the marks are “exactly
the same.” The Board has stated in the past that “[i]f
mar ks are the same or alnost so, it is only necessary
that there be a viable relationship between the goods or
services in order to support a holding of I|ikelihood of
confusion.” In re Concordia International Forwarding
Corp., 222 USPQ 355, 356 (TTAB 1983).

We turn then to a consideration of the parties’
services. In order to support a finding of likelihood of
confusion, it is not necessary for the goods or services
of the parties to be simlar or conpetitive, or even that
they nmove in the sane channels of trade. It is
sufficient that the respective goods or services of the

parties are related in some nmanner, and/or that the

4 Al 't hough opposer al so pleaded use of its flag design mark on
posters and postcards, it did not discuss, inits brief, the

i ssue of likelihood of confusion vis-a-vis these goods and
applicant’s services. Moreover, counsel for opposer, at the
oral hearing, stated that opposer was not relying on such use.
Thus, we have not considered these goods in our |ikelihood of
confusi on determ nation.

12
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conditions and activities surrounding the marketing of

t he goods or services are such

13
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that they would or could be encountered by the sanme

per sons

under circunstances that could, because of the simlarity
of the marks, give rise to the m staken belief that they
originate fromthe same producer. |In re Internationa

Tel ephone & Tel egraph Corp., 197 USPQ 910, 911 (TTAB
1978).

Considering first applicant’s services of business
managenent of resort hotels, casinos and thenme parks,
these types of properties feature the same essenti al
anenities as opposer’s cruise and travel related
services, i.e., accomodations, entertainment, dining,
etc. Simlarly, applicant’s real estate devel opment
services are without restriction as to type and thus are
broad enough to include the devel opnent of resort hotels,
casi nos and thenme parks, properties which, as we have
noted above, feature the sane essential anmenities as
opposer’s cruise and travel -rel ated services. In
addition, with respect to applicant’s product
mer chandi si ng services, these services are broad enough
to enconpass the pronotion of virtually any product,

i ncl udi ng products sold on cruise ships.”®

®> The word “nerchandising” is defined in Wbster’s New
Col l egiate Dictionary (1979)as: sales pronotion as a
conpr ehensi ve function including market research, devel opnent of

14
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It is also reasonable to assunme that applicant, in
connection with its business managenent, product

nmer chandi si ng, and real estate devel opnent services, wll

new products, coordination of manufacturing and marketing, and
ef fective advertising and selling.

15
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advertise in all the normal manners, which would include
newspapers, magazi nes and the |ike. Opposer’s cruise and
travel related services may al so be advertised in the
sane nedia. Moreover, although applicant’s business
managenent, product merchandi sing, and real estate

devel opment services are of a nature that they would be
directed to business/property owners and investors, such
i ndi vidual s are nmenbers of the general public, the class
of purchasers to whom opposer's services are directed.
Thus, the purchasers of the parties’ services overl ap.
Under the circunstances, we find that the parties’
services are sufficiently related that if offered under
the identical flag design mark, confusion as to source or
sponsorship is likely to result. A business/property
owner and/or investor famliar with opposer’s cruise and
travel related services offered under its flag design
mar k, upon encountering applicant’s busi ness nmanagenent,
product merchandi sing, and/or real estate devel opnent
services under the identical mark, would be likely to
perceive a relationship or association between the two
entities. This would especially be the case if applicant
were to follow through with a nautical thene-based resort

as outlined in his business plan.

16
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Applicant’s reliance on the action of the Trademark
Adm ni strator for Classification and Practice in support
of his contention that there is no |ikelihood of
confusion in this case is msplaced. 1In considering a
letter of protest, that is, in determ ning whether
information therein should or should not be given to the
Exam ni ng Attorney, the standard used by the
Adm nistrator is “clear error”. Clear error refers to an
error, which, if not corrected, would result in issuance
of a registration in violation of the Trademark Act. The
clear error standard is not the sane as the test used in
determ ning likelihood of confusion. Thus, the fact that
the Adm nistrator denied the letter of protest filed by
appl i cant agai nst opposer’s application is not
controlling on whether there is a likelihood of confusion
in this case. In any event, the Board is not bound by
t he decision of the Trademark Adm nistrator for
Classification and Practice. Section 17 of the Trademark
Act, 15 USC 81067, gives the Board the authority and duty
to decide, in an opposition, whether a mark is entitled
to registration.

Simlarly, applicant’s contention that opposer
consented to applicant’s use and registration of the flag

design mark is not well taken. In the absence of any

17
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corrobating evidence, applicant’s testinmony on this point
i's unconvincing. Opposer’s witness, M. Duncan, has
testified that opposer did not consent to applicant’s use
and registration of any marks, and opposer’s June 1, 1998
letter to applicant supports this position.

We shoul d add that our review of applicant’s
busi ness pl an di scl oses no reference to or depiction of
the flag design mark.® Applicant’s theory of inputing
know edge to opposer of applicant’s desire to use and
register the flag design mark sinply because the Titanic
flewthis flag, and the Titanic is depicted in the plan
does not hold water.

A final comment is in order. It has not gone
wi t hout notice that applicant filed the involved
application some six weeks after receipt of the letter
advi si ng hi mthat
opposer was not inclined to license or |ease any of its
trademarks. Opposer contends that it was not even aware
fromthe business plan and the parties’ discussions that
applicant desired to use and register this mark. Of
course, applicant contends otherw se. However, if, as

appl i cant mai ntains, opposer knew that applicant desired

® W should point out that there is no dispute that the copy of
t he business plan introduced at trial is identical to the copy
sent to opposer.

18
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to use and register the flag design mark, the June 1,
1998 letter from opposer should have at |east raised a
guestion in applicant’s mnd as to whether the flag
desi gn mark was one of the trademarks opposer was not
inclined to |license or |lease. Stated differently, there
shoul d have at | east been a question in applicant’s m nd
as to whether opposer was claimng rights in the flag

desi gn mark.

19
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In sum we conclude that confusion as to source or
sponsorship is likely to result fromthe contenporaneous
use of the identical flag design nmark for opposer and
applicant’s rel ated services.

Deci si on: The opposition is sustained and

registration to applicant is refused.

20



